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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 13 February 2006 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1-16 is/are rejected. 

7) ^ Claim(s) 3.4.6.15 and 16 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 
Paper No(s)/Mail Date 9/30/05 . 6) □ Other: . 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1 and 18 are generally narrative and indefinite, failing to conform with 
current U.S. practice. They appear to contain terminology (i.e. fenestrum) from a 
foreign document and are replete idiomatic errors. In particular the term "fenestrum" as 
claimed and written in the specification is not found in the English language. Does 
applicant mean fenestration? Or Fenestra? The examiner was not able to locate a 
definition for the claimed term "fenestrum" in applicant's specification and is therefor 
unable to determine the scope of the claim. 



Claim Rejections - 35 USC § 101 



35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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Claims 1-18 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 1, 9-10, 13 and 18 claim "a perilymph 
of the inner ear", and is therefore positively claiming a living tissue. The living matter of 
the present invention is not the result of human intervention; it is of nature, which has 
been held not patentable. 



Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-2, 4-5, 7-13 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Neukermans 6,068,589. The claims contain numerous functional limitations. The 
applicant is directed to see MPEP21 14 which states: 



2114 Apparatus and Article Claims - Functional Language [R-1] 

APPARATUS CLAIMS MUST BE STRUCTUR-ALLY DISTINGUISHABLE FROM THE 
PRIOR ART 

>While features of an apparatus may be recited either structurally or functionally, claims< directed to 
>an< apparatus must be distinguished from the prior art in terms of structure rather than function . >ln re 
Schreiber, 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997) (The absence of a 
disclosure in a prior art reference relating to function did not defeat the Board's finding of anticipation of 
claimed apparatus because the limitations at issue were found to be inherent in the prior art reference); 
see also In re Swinehart, 439 F.2d 210, 212-13, 169 USPQ 226, 228-29 (CCPA 1971);< In re Danly, 263 
F.2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus claims cover what a device is, not what a 
device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 
(Fed. Cir. 1990) (emphasis in original). 
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MANNER OF OPERATING THE DEVICE DOES NOT DIFFERENTIATE 
APPARATUS CLAIM FROM THE PRIOR ART 

A claim containing a "recitation with respect to the manner in which a claimed apparatus is intended to be 
employed does not differentiate the claimed apparatus from a prior art apparatus" if the prior art 
apparatus teaches all the structural limitations of the claim . Ex parte Masham, 2 USPQ2d 1647 (Bd. Pat. 
App. & Inter. 1987) (The preamble of claim 1 recited that the apparatus was "for mixing flowing developer 
material" and the body of the claim recited "means for mixing said mixing means being stationary and 
completely submerged in the developer material". The claim was rejected over a reference which taught 
all the structural limitations of the claim for the intended use of mixing flowing developer. However, the 
mixer was only partially submerged in the developer material. The Board held that the amount of 
submersion is immaterial to the structure of the mixer and thus the claim was properly rejected.). 



Neukerman discloses the invention as claimed comprising: A vibration actuator 
(see microactuator 32) and an implantable device (10) to be used as an artificial 
"fenestrum?" implantable in a bony wall of an inner ear, said device comprising a frame 
(42a, 42" ect.) made of a bio-compatible material ( 7:46-48) and provided to be applied 
at least partially in said bony wall, said frame being provided with a wall part formed by 
a membrane (44) made of a bio-compatible material and forming a barrier with a 
perilymph of said inner ear (753-54) when applied in said bony wall, said membrane 
being provided to form together with said frame an interface with said inner ear, said 
interface being provided for energy transfer, in particular mechanical and/or electrical 
and/or electromagnetic energy (see 3:50-53; 4:44-46), towards said inner ear, said 
vibration actuator being provided for generating a vibration energy, characterized in that 
said membrane is electrically dissociated from said vibration actuator and provided for 
receiving said vibration energy from said vibration actuator, said membrane being 
further provided for transferring energy from said inner ear; An electrical signal output 
circuitry provided (see 14:60-67; 15:1-10). 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Neukerman in view of Berrang et al. 6,648,914. Neukerman has been disclosed supra 
however does not state that the membrane from is titanium. Berrange teaches an 
implantable hearing device commonly utilizes titanium material (see abstract). It would 
have been obvious to one having ordinary skill in the art to take the device of 
Neukermans and utilize materials such as titanium because Neukermans states that 
any biocompatible metal may be used (see 7:46-48). 

Allowable Subject Matter 

Claims 3-4, 6, 15-16 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 1 1 2, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 
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Claims 3-4, 6, 15-16 objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Suzette J-J Gherbi whose work schedule is Maxi-Flex 
off every other Friday and whose telephone number is 571-272-4751 . 

The fax phone numbers for the organization where this application or proceeding 
is assigned are 703-872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0858. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Suzette J Gherbi/ 

Primary Examiner, Art Unit 3738 

23 October 2008 



